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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 through 3, 5, 6, 9 through 18 and 20 in
this application for the reissue of U S. Patent No. 5,044, 412.
Clainms 21 and 22 stand allowed. dains 4, 7, 8 and 19, the
only other clainms remaining in the application, have been
i ndicated by the exam ner to contain allowable subject matter,
but currently stand as objected to until they are rewitten in
i ndependent form Cdainms 23 through 28 have been cancel ed.

As further background, we note that U S. Patent No. 5,044,412
is al so the subject of three Reexam nation proceedi ngs, which
proceedi ngs have been nerged with the present reissue
application (see Paper Nos. 20 and 21, both nmailed April 15,
1997). Those Reexam nation proceedings are identified by
Control nunbers 90/003, 655 (filed Decenber 7, 1994),

90/ 003,826 (filed May 8, 1995) and 90/ 004,552 (filed February
12, 1997). This decision jointly applies to the present

rei ssue application and the three Reexam nation proceedi ngs
and wi Il be physically entered into all four of the above-

noted fil es.
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Appel lants’ invention is directed to an apparatus for
debarking logs, and nore particularly to a rotary drum
debar ker which rotates groups of tree length logs so that they

rub agai nst
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each other to renove bark fromthe | ogs w thout appreciable
wear to the rotary drum As noted in colum 2, |ines 3-22, of
the 412 patent,

[I]t has been proposed to feed tree |ength
|l ogs into a debarking drumwith a nealy
hori zontal conveyor. To obtain efficient
debarking, the tree length logs nust be fed in
groups of stacked or side by side |ogs. The
problemw th this technique is that the very
| ong | ogs, perhaps sixty feet in I ength, begin
to rotate and tunble soon after their |eading
ends enter the drum while substantial |engths
of the logs are still on the conveyor. The
rotating and flailing notion of the |ogs can
cause severe damage to the conveyor chain, and
the trailing ends of |ogs |eaving the conveyor
can catch on and can be grabbed by the
downwardly and rearwardly noving return portion
of the conveyor. This can cause the trailing
end of a log to be pushed down and pul |l ed
rearwardly so that the log jans in the chain
while its | eading end is whi pped around by the
drum Wile the conveyor chain is quite strong
and can support and nove groups of heavy | ogs,
| ocalized stress in individual |inks caused by
i npact, or by grabbing a log at the nose end of
t he conveyor can damage the chain.

Appel l ants’ solution to the problemindicated above is to
provi de a debar ki ng apparatus which uses a generally
conventional main chain conveyor and an auxiliary feed means
in the formof a conveyor or low friction feed regi on between

the nose or head end of the nmain chain conveyor and the

5
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debarking druminlet, to avoid damage to the main conveyor
chain, while continuously feeding stacks or groups of | ogs
into the continuously rotating debarking drum As expl ai ned
in colum 2, lines 45-50, of the ‘412 patent,

[t] he purpose of the auxiliary feed neans
or low friction regionis to shield the head end
of the nmain conveyor and to provide a region
bet ween the main conveyor and the drum i nl et
where there is mninmal binding or jamm ng of
trailing ends of |ogs being rotated by the drum

As further noted in colum 2, |lines 51-59,

[i]n accordance with one aspect of the
i nvention, the auxiliary feed nmeans is a very
rugged auxiliary conveyor |ocated between the
head end of the chain conveyor and the inlet of
the debarking drum In a preferred enbodi nent,
this auxiliary conveyor is a feed roller driven
i ndependently of the conveyor chain, so that it
can be driven at any desired surface speed i.e.
the same as or faster or slower than the surface
speed of the conveyor chain.

The preferred enbodi nent of appellants’ invention is best seen

in Figures 1 through 5 of the patent draw ngs.

Clainms 1, 2, 6, 10 and 16 are representative of the

subj ect matter on appeal and a copy of those clains, as
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reproduced fromthe Appendi x to appellants’ brief, is attached

to this decision.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Wehr et al. (Wehr) 3,457,975 July 29,

1969

Hil 4,362, 195 Dec.
7, 1982

Svensson 4,374, 533 Feb. 22,

1983

Sepl i ng 4,774, 987 Cct. 4,

1988

Cainms 1 through 3, 5, 6, 9 through 14, 16 through 18 and
20 stand rejected under 35 U S.C. 8§ 103 as bei ng unpatentable

over Sepling in view of H Il or Whr.

Claim 15 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Sepling in view of H Il or Whr as applied

above, and further in view of Svensson.

Rat her than reiterate the exam ner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appell ants regardi ng those

rejections, we nake reference to the O fice action nailed
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April 29, 1996 (Paper No. 10), the final rejection miled
Novenber 17, 1997 (Paper No. 25) and to the exam ner's answer
mai |l ed June 9, 1998 (Paper No. 28) for the exami ner's conplete
reasoning in support of the rejections, and to appell ants’
brief (Paper No. 27, filed March 20, 1998) and reply brief
(Paper No. 29, filed July 24, 1998) for appellants’ argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellants’ specification and cl ai s,
to the applied prior art references, and to the respective

positions



Appeal No. 98-3125
Application Nos. 08/294,730, 90/003, 655, 90/003, 826 and
90/ 004, 552

articul ated by appellants and the exam ner. As a consequence
of

our review, we have nade the determ nati ons which foll ow

Looking first to the examiner's rejection of appellants’
i ndependent clains 1, 6 and 16 under 8 103 based on Sepling
and H Il or Wehr, we note that the exam ner's position is that
Sepling shows a debarki ng apparatus substantially as cl ai ned
including: a rotary debarking drum (5), chain conveyor neans
(4) for conveying groups of logs to the debarking drum and
drive neans for continuously driving the conveyor. \What the
exam ner finds lacking in Sepling with regard to the clai ned
subject matter is that "Sepling does not show the inclusion of
auxiliary feed nmeans (conprising low friction rollers)"” (Paper
No. 10, page 4). To provide for this perceived difference
bet ween Sepling and the clained subject matter, the exam ner
observes that both Hill (roller 66) and Wehr (roller 11)
"clearly teach the desirability of providing
secondary/auxiliary feed neans, in the formof a roller read
as being low friction operating in conjunction with primary
feed nmeans, in conbination with a debarking unit” (Paper No.

9
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10, page 4). Fromthese teachings, the exam ner concl udes
that for purposes of providing a nore controll able feed of

|l ogs to a debarking unit, and for purposes of ensuring front
and rear end | og feed, one having the ordinary |evel of skil
in the art woul d have found it obvious to include in the

devi ce of Sepling, auxiliary feed neans, as taught by H Il and

Wehr .

After reviewing the collective teachings of Sepling and
H1l, and Sepling and Wehr, we, |ike appellants, are of the
view that the exam ner has engaged in inperm ssible hindsight
reconstruction in attenpting to nodify the rotary drum
debar ker and feed nechanismof Sepling in Iight of the
distinctly different | og transporting and debar ki ng appar at us
of either HlIl or Wehr. In contrast to the rotary drum
debar ker of Sepling wherein groups of logs are fed into the
rotary debarker (5), with novenment of the trailing ends of the
| ogs acconmodated within the fixed feed cylinder (3), which
allows rotation of the "tail ends" of the |ogs that project
fromthe druminto the feed cylinder w thout causing binding
or snapping off (col. 3, lines

10
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4-8), Hi |l and Wehr each disclose a debarking apparatus for a
single log and a roller systemwhich both grips and gui des the
single log into the knife-type debarking unit (54) of H Il and
the chain saw debarker (2) of Wehr. Neither H Il nor Wehr

recogni zes the probl ens associated with feedi ng groups of |ogs
into a rotary debarking drumlike that set forth in the clains
on appeal and in Sepling. Mreover, it is clear to us that

t he

11
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gri pping and guiding roller systens of H Il and Wehr woul d be
i ncapabl e of use in the type of rotary debarking drum enpl oyed
in Sepling, since they would prevent the disclosed rotation of
the "tail ends" of the logs that project fromthe rotary drum

into the feed cylinder (3) of Sepling.

Wil e we cannot support the exam ner’s conbi nation of
Sepling and H Il or Sepling and Wehr, we nonethel ess w ||
sustain the examner’s rejection of clains 1 and 6 under 35
US C 8 103. In reaching this conclusion we have carefully
reviewed the conplete disclosure of the Sepling patent, and
find that the subject matter set forth in clains 1 and 6 on
appeal |acks novelty with regard to the debarki ng apparatus
described in Sepling. W refer specifically to the express
teaching found at colum 4, |ines 39-46, of Sepling, wherein
it i1s indicated that the chain feeder or conveyor (4) seen in
Figures 1 and 2 of the patent may be provided as separate
f eeder s/ conveyors for the | oading section (2) and the feed
cylinder (3). In this arrangenent, the debarking apparatus of
Sepling would conprise (in the | anguage of claim1l on appeal):
a generally horizontal rotary drum debarker (5); power means

12
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(not shown) for continuously rotating the drum of the

debarker; a generally

13
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hori zontal nain conveyor neans associated with the | oading
section (2) for conveying groups of logs toward the drum wth
said mai n conveyor neans having a di scharge end bel ow the axis
of rotation of the drum drive neans (not shown) for

conti nuously driving the main conveyor neans; and "auxiliary
feed neans" below the axis of rotation of the drumin the form
of a separate driven chain conveyor associated with the feed
cylinder (3) and | ocated between the discharge end of the nmain
conveyor neans and the inlet end of the debarker drum for

assi sting the novenent of groups of logs fed by the nain
conveyor neans into said inlet end of the drum Gven this
teaching in Sepling, we find the examner's use of the Hill
and Wehr patents to be nere surplusage and sustain the 8§ 103
rejection of claiml on the basis of Sepling alone. As has
been made cl ear by our review ng Courts on numerous occasions,
anticipation or lack of novelty is the ultimte or epitone of

obvi ousness. See, in this regard, In re Fracalossi, 681 F.2d

792, 794, 215 USPQ 569, 571 (CCPA 1982); In re Pearson, 494

F.2d 1399, 1403, 181 USPQ 641, 644 (CCPA 1974).

14
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I n understandi ng the | anguage "auxiliary feed neans” in
claim1l on appeal, we have | ooked to appellants’ specification
and note that they have indicated on several occasions (e.qg.,
col. 2, lines 51-54, and col. 3, lines 28-30) that such feed

means may be "an auxiliary conveyor" or, nore specifically, "a
very rugged auxiliary conveyor |ocated between the head end of
the chain [main] conveyor and the inlet of the debarking
drum"™ In our opinion, this is exactly what is described with
respect to the enbodi nent of the debarking apparatus noted in
Sepling above, wherein there is a nain chain conveyor

associated with the | oading section (2) and a separate

"auxiliary" chain conveyor associated with the feed cylinder

(3).

Dependent claim 2 recites that the "auxiliary feed neans
has a low friction region" and provides that said |ow friction
region "has a length in the feed direction which is |ess than
the dianeter of the debarking drum” No such "low friction
region” is found in Sepling. Caim3 depends fromclaim2 and

further defines the "low friction region,"” while claim5

15
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depends from i ndependent claim 1l and al so nakes reference to
"said low friction region."®* Since Sepling has no "l ow
friction region" as set forth in clains 2 and 3 on appeal, and
no mai n conveyor with the added structure defined in claim5
on appeal, we will not sustain the exam ner’s rejection of

t hese cl ai ns.

| ndependent claim6 on appeal defines an apparatus for
debarking tree length | ogs conprising: a generally horizontal
rotary drum debarker; power neans for continuously rotating
the drum of the debarker; a generally horizontal chain
conveyor neans having a conveying surface bel ow the axis of
rotation of the drum for conveying groups of tree length | ogs
toward the drum wth said chain conveyor neans having a chain
return headspool at its discharge end; drive neans for

conti nuously driving the chain conveyor neans; and "a

® W note that there is no proper antecedent basis in
claim1 for "said low friction region” as set forth in
dependent claim5 on appeal, and that we have accordi ngly
added, pursuant to the provisions of 37 CFR § 1.196(b), a new
ground of rejection, infra, under 35 U . S.C. § 112, second
par agr aph.

16
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hori zontal roller below the axis of rotation of the drum and
bet ween the di scharge end of said chain conveyor neans and the
inlet end of said debarking drum and drive neans for rotating
said roller."” Again we are of the view that the clained
structure finds correspondence in Sepling alone. Both the nain
chai n conveyor associated wth the | oading section (2) of
Sepling and the "auxiliary" chain conveyor associated with the
feed cylinder (3) therein will be supported by rollers,

simlar to those seen in Figure 1, and at | east one of those
rollers for each feed conveyor will be driven. Thus, it is
clear that the "auxiliary"” conveyor in Sepling associated with

t he feed

17
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cylinder (3) will include "a horizonal roller” positioned as
cl ai ned by appellants, and drive neans for said roller.
Accordingly, since claim6 is readable on Sepling al one, we
wi Il sustain the examner’s rejection of claim®6 under 35

U s C

8§ 103, noting again that anticipation or |ack of novelty is

the ultinmate or epitone of obviousness.

Wth regard to dependent claim9, we note that the
spacing requirenent of this claimis not net by Sepling. As
for dependent clainms 10 and 11, we note that Sepling has no
roller "having a snooth exterior surface" (claim110), or a
roller constructed as specifically defined in claim1l on
appeal . Nor does Sepling have a main chain conveyor neans
having the particular construction set forth in claim12 on
appeal and the clains which depend therefrom Thus, the
exam ner’s rejection of clainms 9 through 14 and the rejection

of claim15 on appeal will not be sustained.

18
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| ndependent cl aim 16 on appeal defines an apparatus for
debar ki ng | ogs wherein said apparatus is identical to that set
forth in independent claim1 on appeal, with the addition that
the main conveyor neans is specifically defined as being "a

l'i nk

19
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chai n conveyor having a chain return headspool at its

di scharge end," and the auxiliary feed nmeans is further
defined as conprising "neans defining a low friction region of
short length in the feed direction of Iogs and close to said
headspool for preventing trailing ends of |ogs from catching
in the return portion of the chain.”" A review of appellants’
specification reveals that the "low friction region” has | ow
friction relative to the main chain conveyor, provides a
regi on between the main conveyor and the druminlet where
there is "mnimal binding or jamming of trailing ends of | ogs
being rotated by the druntf (col. 2, lines 48-50), and also, in
the preferred enbodinent, "permts | ogs pressed against the
roller to rotate, so the |logs have | ess tendency to clinb
across the roller and jam agai nst other l[ogs" (col. 6, lines
39-43). As for the "short length" recitation regarding the
low friction region, we note that the specification (col. 3,
lines 45-49) indicates that the low friction region "occupies
only a short |ongitudinal region between the main conveyor and
the inlet of the drum™ while col. 6, |lines 16-25, indicates

that the spacing for the roller or low friction region

20
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is "substantially less than either the width of the
conveyor . . . or the dianeter of the drum 24" and that such

spacing is on the order of only about 3 feet.

G ven that the "auxiliary"” conveyor in Sepling associated
with the feed cylinder (3) is also a |link chain conveyor |ike
the mai n conveyor therein, we nust conclude that the
"auxiliary" conveyor of Sepling would not constitute a "l ow
friction region"” like that required in the clains on appeal,
since it would have generally the same |evel of friction as
the main chain conveyor, not |less. Moreover, the |ength of
the "auxiliary" conveyor in Sepling cannot be considered to be
of "short length," as that termis understood in |ight of
appel l ants’ di scl osure, since, as can be clearly seen in
Figures 1 and 2 of Sepling, the "auxiliary" conveyor
associated wwth the feed cylinder (3) would have a | ength that
is substantially greater than 3 feet, greater than the width
of the main conveyor of |oading section (2) and greater than
the di aneter of the debarking drum5. Thus, we nust concl ude

that the subject matter of claim 16 on appeal is different

21
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than that seen or disclosed in Sepling and not obvious
therefrom Accordingly, the rejection of claim16, and the
cl ai ms which depend therefrom under 35 U.S.C. 8§ 103 will not

be sust ai ned.

Under the provisions of 37 CFR 8 1.196(b), we enter the

foll owi ng new ground of rejection against claim5 on appeal.

Claim5 is rejected under 35 U S.C. § 112, second
par agraph, as being indefinite. As noted in footnote 2 above,
there is no proper antecedent basis in claimb5, or in claiml,
fromwhich claim5 depends, for "said low friction region" set

forth in line 5 of claimb5.

Since our reasons for affirmng the rejection of clains 1
and 6 on appeal under 35 U S.C. § 103 are substantially
di fferent than those put forth by the exam ner, we al so
desi gnate our affirmance of clains 1 and 6 as a new ground of

rejection.

22
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For the reasons advanced by the exam ner on page 5 of the
answer, we share the view that the decisions in both

Recreati ve Technol ogies Corp. and Portol a Packaging. Inc. are

I napposite to this case for the reissue of U S. Patent No.
5,044,412. In addition, we would distinguish the present fact
situation fromthat of both of the above decisions, since no
final Agency action by the Patent and Trademark O fice (i.e.,
I ssuance of the reissue patent or a Reexam nation Certificate)
had taken place in this application at the tinme the exam ner
reconsi dered the prior art involved and changed his m nd
concerning the allowability of claims 1 through 3, 5, 6, 9

t hrough 18 and 20.

To summari ze our decision, we have affirned the
examner's rejection of clains 1 and 6 under 35 U.S.C. § 103,
but reversed the examner's rejection of clains 2, 3, 5, 9
through 18 and 20 under 35 U.S.C. 8§ 103. In addition,
pursuant to 37 CFR
§ 1.196(b), we have entered a new ground of rejection against

claim5 on appeal under 35 U.S.C. § 112, second paragraph, and

23
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desi gnated our affirmance of the rejection of clains 1 and 6

as a new ground of rejection.

It follows fromthe foregoing that the decision of the

exam ner is affirnmed-in-part.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8 1.196(b) provides that "[a] new ground of rejection shal

not be considered final for purposes of judicial review"

37 CFR § 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DEC SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid termnation of proceedings (37
CFR 8 1.197 (c)) as to the rejected cl ains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showi ng of facts

24
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relating to the clains so rejected, or both, and
have the matter reconsidered by the examner, in
whi ch event the application will be remanded to
t he exam ner.

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeal s
and I nterferences upon the sane record. .

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

CEF/ sl d

AFFI RVED- | N- PART, 37 CFR § 1.196(b)

JAMES M MEl STER
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge

N N N N N N N N N N N N N
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Appendi x

1. Apparatus for debarking | ogs conprising,

a generally horizontal rotary drum debarker having an
i nlet end,

power means for continuously rotating the drum of the
debar ker generally about a horizontal axis,

general ly horizontal main conveyor nmeans for conveying
groups of tree length logs toward said drum said main
conveyor neans having a discharge end bel ow the axis of
rotation of said drum

drive nmeans for continuously driving the main conveyor
means, and

auxiliary feed nmeans bel ow the axis of rotation of the
drum and between the discharge end of said main conveyor means
and the inlet end of said drum for assisting the novenent of
groups of logs fed by said main conveyor neans into said inlet
end of the drum

2. Apparatus according to claim1l wherein said auxiliary feed
neans has a low friction region and wherein,

said low friction region is substantially at the
el evation of the chain of said nain conveyor, and has a |length
in the feed direction which is less than the dianeter of the
debar ki ng drum

6. Apparatus for debarking tree I ength | ogs conprising,

a generally horizontal rotary drum debarker having an
inlet end,

power means for continuously rotating the drum of the
debar ker about a generally horizontal axis of rotation,

27
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general ly horizontal chain conveyor neans having a
conveyi ng surface below the axis of rotation of the drum for
conveying groups of tree length logs toward said drum said
[ mai n] chain conveyor neans having a chain return headspool at
its di scharge end,

drive nmeans for continuously driving [the] said chain
conveyor neans,

a horizontal roller below the axis of rotation of the
drum and between the discharge end of said [nmain] chain
conveyor neans and the inlet end of said debarking drum and

drive nmeans for rotating said roller

10. Apparatus according to claim®6 wherein said roller
conprises a roller having a snooth exterior surface.

16. Apparatus for debarking | ogs conprising,

a generally horizontal rotary drum debarker having an
i nl et end,

power means for continuously rotating the drum of the
debar ker,

general ly horizontal main conveyor nmeans for conveying
groups of tree length logs toward said drum said main
conveyor neans having a di scharge end,

drive nmeans for continuously driving the main conveyor
means, and

auxiliary feed nmeans between the discharge end of said
mai n conveyor nmeans and the inlet end of said drumfor
assi sting the novenent of groups of |logs fed by said nain
conveyor neans into said inlet end of the drum and wherein,

said mai n conveyor neans conprises a link chain conveyor
having a chain return headspool at its discharge end, and
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said auxiliary feed nmeans conprising neans defining a | ow
friction region of short length in the feed direction of |ogs
and cl ose to said headspool for preventing trailing ends of
|l ogs fromcatching in the return portion of the chain.

29



Shereece

Appeal No. 98-3125
Application No. 08/294,730

APJ FRANKFORT

APJ NASE

APJ MEISTER

AFFIRMED-IN-PART

Prepared: September 9, 1999



